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Strategic Use of Patenting/Publishing

1. Two Perspectives

The issue of patent strategy and patenting as well as publishing can be assessed from two different angles or points of view.

The first one is the traditional perspective of an economic entrepreneur or actor who wants to use an invention in a way that maximises the economic benefit that the invention potentially carries.

The second one is the point of view of an academic inventor or an academic institution for which one important objective is to generate and publish new knowledge. Here the interest of publishing an invention might be of primary importance and the assessment of the strategy of patenting and publishing entails some additional aspects.

In the following presentation, I start with a general discussion and confront some of the special problems related to academic research in the latter part.

2. Patenting, Publishing and Secrecy

As we all know patenting and publishing are not at all incompatible, but are actually just two routes towards making the invention available to the public.

The option of patenting includes different forms of publicity. Usually applications are published 18 months after their original filing or priority date. This demand eliminates the “submarine patenting” or continuation application, which could be used earlier in the USA for purposes of getting secrecy in the “patent´s shadow”. In relation to patents we have at least three types of relevant patent publications:

a) patents

b) examined patent applications, which have been published prior to or just after issuance for the purpose of review by third parties

c) published patent applications.

The traditional alternative for patenting is to keep the invention a trade secret. The patent application allows for secrecy for a limited time that might be of importance, but prolonged  pure secrecy can only be achieved by abstaining from patenting.

The advantage of keeping an invention a trade secret is that there are no patenting costs involved and that it allows the invention to be kept perpetually undisclosed. 

The risks with that strategy are considerable: 

First, the strategy does not work if the technology in question is readable from the products  made using the invention. Also in cases where the invention is easily traced by reverse engineering or chemical analyses, there is no actual possibility of nondisclosure.

Second, there is the risk that the secrecy strategy fails. Especially if the trade secret is or has to be known by many, the risk that some competitor learns about the invention is considerable. This risk can, of course, be minimised by an extensive use of confidentiality agreements and a transparent and clear corporate policy regarding trade secrets, but attention must be paid to the risk involved. Secrecy, by its nature, introduces uncertainty and information asymmetries into the innovation process, but it can also have the effect of driving the costs of follow-on innovation upwards for competitors.

Third, there is the risk that someone else makes the same invention and applies for a patent. In that case a total disaster might be avoided by the classical right of prior use that can be found in the patent legislation in a number of countries and is equated by the EPC Article (122.6). According to that any person who in good faith has used, or made effective and serious preparations for using, an invention, which is the subject of a published European Patent Application for which the rights have been lost may continue such use without payment in the course of his business or for the needs thereof.

The opposite strategy to secrecy is to adopt a strategy of non-patenting and to go public. The advantage of such a strategy is that it avoids any blocking by competitors of the technology in question. It lacks, on the other hand, any protection for the inventor and is as such of little value. That has not prevented several prolific innovating firms including, for instance, IBM and the Xerox Corporation to systematically disclose discoveries in technical circulars and research notes since the 1950s, even stating explicitly that the purpose in publishing is, from an intellectual property standpoint, defensive in nature. It is, for instance, worth noticing that “The Xerox Disclosure Journal” has been published continuously since 1976.

Strong market actors might want to avoid latent blocking of intellectual property rights in the hands of a competitor. For others this strategy is not a real option. Against that background it is easy to understand that there are many efforts to adopt a strategy that might combine secrecy as far as possible with behaviour that is of relevance for future patenting of others in a sense that it will prevent the risk that some one else is granted a patent to a specific invention.

Here we can distinguish between publishing and “discrete publishing” which is undertaken in order to destroy the novelty of the invention without really going more public than necessary. The background for this is that, according to established practice, the theoretical possibility of obtaining information about an invention is sufficient for it to be made available to the public. Traditionally a document in a library has been considered to be available to the public irrespective of whether any member of the public is aware that the document is available or any member of the public actually takes note of it. The new media like the Internet has created an excellent option for going public in a way that an invention is publicly available for a certain period on a homepage or some Internet address. If that address is chosen in a way that the publicity primarily reaches groups that are not especially skilled in the art – to put it mildly – the actual probability of a successful combination of secrecy and availability is considerable.

In these cases the careful documentation of the availability is of great importance. In a potential dispute it is always the one claiming that the invention has been made available to the public who has the burden of proof. That person must be able to show that the invention is described or used in such a way that the public has had the opportunity to become aware of it and that a person skilled in the art on this basis is able to carry out the invention. 

Such deliberate novelty destroying is very different from unintentionally making an invention publicly available when some people gain access to the invention with no obligation to maintain secrecy about it. In that respect there is a tendency in practice to assume that sales negotiations are usually combined with an obligation to maintain secrecy.

3. Patenting and Publishing in Academia

3.1 The background

On March 21, 2000 Edward Henry Mathews, Inventor, South Africa was granted US Patent 6,041,303 “Method of Assisting the Conducting of a Research Project”.

According to the Abstract this patent consisted of

“A method of assisting the carrying out of a research process is implemented with the aid of specialized computer software. The software defines a sequence of predetermined research process steps. In a first step, predetermined prompts are generated which guide the researcher to enter data corresponding to the results of a literature survey, to set up a database which is used by subsequent steps. In a second step, prompts are generated to guide the researcher to enter proposal data, and selected data is retrieved from the database to include in a written proposal to a sponsor. The proposal data and the selected reference data from the first database are combined in a second database, which is used as the basis for the next step in the process. In the next step, the software generates prompts to assist the researcher in entering research results, which are also stored in the second database in a predetermined format, as well as articles or papers, and presentations. The invention streamlines the research process and is particularly advantageous in assisting inexperienced researchers to follow the corrected procedure.”

This kind of patenting illustrates the revolution that has taken place in Academia and in the view on the role of patenting related to research in universities and other academic institutions. Intellectual property has invaded the Academy as one author has phrased it.
 This ongoing revolution is little discussed, and clearly more attention is focussed on the role of scientific and technical data information, its accessibility and public domain issues in copyright law.
 A clear trend has, however, been the increasing patenting activity by universities, especially in areas of biotechnology, pharmaceuticals, medical devices, and software. This movement started in the USA, but the rest of the industrialised world is following suit.

Lately the question has been raised, however, whether the extensive patenting of research tools (i.e. inputs into the discovery of new drugs, diagnostics, and therapies) is blocking important follow-on research and innovation. The debate on this issue is only starting
 and in the following I will address more general issues concerning the tension between patenting and publishing within Academia.

The traditional Humboldt University model that is still influential especially in Europe sees the University as some kind of patent free zone for basic research. Here free basic research is produced, evaluated and discussed and the main goal of the researchers is to publish their findings.

Although the borderline between basic research and applied research has changed dramatically, public exposure of academic science is still crucial. A high standard of quality control is maintained by peer review and publication.

Both the refereeing process and the possibilities for later replication of the research are important in this respect. For the researchers publication of new results is of importance in order to enhance grant awards, improve prospects for promotion, gain reputation and citations.

It is clear that there is tension between the traditional ideals of free academic research and commercial considerations with respect to IPR and especially patenting. These considerations will contain restraints on publication of results to avoid the premature disclosure of the invention, at least until its potential commercial value has been evaluated by a commercial partner or potential user.

When patenting is of first concern it disturbs the open scientific debate on preliminary research papers and necessarily results in secrecy and delay in the dissemination of research.

Empirical research has been able to verify the clear connection between on one hand delays in publication and on the other hand commercial considerations and relationships. In a survey conducted by the US National Institutes of Health (1995) 20 per cent (410) of the respondents reported that they had delayed publication for more than six months in order to allow time for patent application. Also the willingness to share results with others and to discuss ongoing research with colleagues in other institutions was clearly hampered by this commercial perspective of patenting.

This development, that creates a certain tension between patenting and publishing, is due to many factors, not least to the fact that the costs for research has grown tremendously and that university institutions in fact depend on research co-operation with commercial partners that can partly finance their research.

The solution to the problems the perspective of patenting brings into academic research is not prohibiting patenting of the results of university research altogether but to find rules of the game and delays that are acceptable to Academia so that universities can also benefit from the value of IPR. In fact, several European countries have introduced new legislation concerning the rights of universities to IPR developed in them. The legislation on employees` inventions has in this respect lately been changed in Germany, Denmark and Norway and legislative measures are being prepared and discussed in Finland and Sweden. The clear prevailing opinion is that there is no fundamental conflict between patenting and academic research since the aim also with the patent system is to make the new technology and the information about it publicly available.

A difficult situation arises when important interests of commercial exploitation require that there is never to be publication. This may occur in relation to non-patentable inventions, valuable know-how or even to inventions that are patentable. Here we are in the realm of trade secrets and in my opinion continued secrecy cannot be accepted within academic research. There might be situations which end up with secrecy in exceptional cases, but the starting point should be that all research conducted within Academia sooner or later is public. When the ethics or principles of science and business in this respect collide and are irreconcilable the research should be conducted outside the academic sphere.  

3.2 The Grace Period

The discussion on a grace period has been active in many countries and there is a clear trend that many countries adopt legislation on a so-called grace period. In Academia it has a special impact on premature publications of inventions before filing a patent application. 

In international patent law, there are presently three situations in which a grace

period may apply. The first is actually obligatory to members of the Paris Convention. Under Article 11 (1) a member state must grant “temporary protection to patentable inventions …. in respect of goods exhibited at official or officially recognised international exhibitions held in the territory of any of them.”

Two other categories of non-prejudicial disclosure exist in some national laws. The first is the unlawful disclosure of an invention by a third party, based on lawfully or unlawfully acquired information. Such abuse is, for instance, regulated in the EPC. The second category concerns disclosure by the inventor or lawful disclosure by a third party in circumstances not covered by the preceding categories. Here publications of an invention in a paper read before or published by a learned society are included. This last form of grace period, in particular, is often seen as important for researchers within Academia and some countries have lately introduced a grace period as part of the packages bringing patent practice into universities. Australia is a prominent example.

The grace period might, of course, make life slightly easier for some academics, but it does not change the fundamental requirements of confidentiality that commercial partners will demand.  Sometimes the need for a grace period is also justified by the need to protect inadvertent disclosures from inexperienced academics. I still regard this as a weak argument for a grace period. The changed role of the universities demands professional behaviour by all parties involved. It is the task of the educational system of researchers to provide basic IPR knowledge to researchers. The grace period can only be defended by arguments providing possibilities for deliberate disclosures in a more expedient manner. Personally, I see both pros and cons in relation to a grace period and I have always been amazed by the very emotional and strong reactions against this patent institution especially from the side of European industry. On the other hand the introduction of a grace period cannot solve the actual problems of how to combine openness and publicity with the on going commercialisation of academic research.

3.3 Special Problems 

In relation to patenting and publishing there are several special problems that should be addressed.

In relationship to public research funding it quite often occurs that extensive project documentation has to be delivered to national research councils or similar bodies. This documentation might also include technical information about problem solving that might disclose an invention.

The problem here is that in some countries, especially the Nordic countries, such applications are publicly available according to the prevailing principle of publicity in the public sector. Such  situation has actually occurred also in the Boards of Appeal of the EPO T 0087/96 of 15 March 2000 that decided in such a case on the one hand, that the one who states public availability has to prove it. On the other, exceptions to the principle of publicity can be approved if such information is provided in a separate annex to which a confidentiality clause is attached. In practice, however, such dissemination of information might cause problems.

More generally speaking confidentiality agreements are, of course, of crucial importance in relation to university research that might lead to patents.

The confidentiality problem can partly be solved by filing a simplified and provisional patent application before entering into research co-operation with other parties. It is my impression that the acceptance of such  applications is rather liberal and that it has many advantages. A party can show what he/she knew before entering into co-operation. Furthermore disclosure does not cause severe damage at that stage. Actually, proposals have been made in order to improve and harmonise the simplified or provisional patent applications as an alternative to the introduction of a grace period.

The changing role of Academic research has brought with it a new problem. As we all know, traditionally we have had an exemption to infringements for experimental use. The invention can be used for experiments without the consent of the patentee. The starting point has been that experimental use is non-commercial and the fact that research is conducted in co-operation with commercial partners might lead to restrictions on the application of this limitation. In my opinion the experimental use exemption to infringements of patents seem to have been interpreted quite narrowly in recent cases and it should explicitly be expanded to University research generally without allowing for any misuse of commercial partners of the Universities.
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