
One Right System for IP – Vision Impossible?

1 – 3 October 2008
Hotel Rantapuisto, Vuosaari, Helsinki

How ”Transformative Use” is Transforming the Law

© Michael Landau



HowHow ””TransformativeTransformative UseUse”” isis
Transforming theTransforming the Law.Law.

Prof Michael LandauProf Michael Landau
Georgia State UniversityGeorgia State University

Atlanta, GAAtlanta, GA
3 October 20083 October 2008



””FairFair UseUse”” HasHas NeverNever BeenBeen EasyEasy!!

FairFair useuse isis calledcalled ””anan equitableequitable rulerule ofof
reasonreason..””

ItIt isis confusingconfusing, and is, and is appliedapplied on anon an adad
hochoc basisbasis..

ThisThis meansmeans…….the.the judgesjudges areare freefree toto decidedecide
oror notnot toto decidedecide fairfair useuse..



The First AmendmentThe First Amendment AgrumentAgrument

Speech is protected by the First Amendment.Speech is protected by the First Amendment.
First Amendment / Copyright clashFirst Amendment / Copyright clash
Or is there one.Or is there one.
First Amendment was enacted to prevent the newlyFirst Amendment was enacted to prevent the newly
formed federal State from censoring speech against it.formed federal State from censoring speech against it.
Copyright has expanded.Copyright has expanded.
The First Amendment gives you the right to speak (play)The First Amendment gives you the right to speak (play)
but you cannotbut you cannot ““stealsteal”” the instruments.the instruments.



TodayToday,, itit isis codifiedcodified inin §§ 107 of the107 of the
Copyright Act.Copyright Act.

§§ 107.107. LimitationsLimitations onon exclusiveexclusive rightsrights:: FairFair useuse
NotwithstandingNotwithstanding thethe provisionsprovisions ofof sectionssections 106106 andand
106A,106A, thethe fairfair useuse of aof a copyrightedcopyrighted workwork,, includingincluding suchsuch
useuse byby reproductionreproduction inin copiescopies oror phonorecordsphonorecords oror byby anyany
otherother meansmeans specifiedspecified byby thatthat sectionsection, for, for purposespurposes suchsuch
asas criticismcriticism,, commentcomment, news, news reportingreporting,, teachingteaching
((includingincluding multiplemultiple copiescopies forfor classroomclassroom useuse),),
scholarshipscholarship,, oror researchresearch, is, is notnot anan infringementinfringement ofof
copyright. Incopyright. In determiningdetermining whetherwhether thethe useuse made of amade of a
workwork inin anyany particularparticular case is acase is a fairfair useuse thethe factorsfactors toto bebe
consideredconsidered shallshall includeinclude ——



FairFair useuse ((contcont’’dd))

(1) the(1) the purposepurpose andand charactercharacter of theof the useuse,, includingincluding
whetherwhether suchsuch useuse is of ais of a commercialcommercial naturenature oror is foris for
nonprofitnonprofit educationaleducational purposespurposes;;
(2) the(2) the naturenature of theof the copyrightedcopyrighted workwork;;
(3) the(3) the amountamount andand substantialitysubstantiality of theof the portionportion usedused inin
relationrelation to theto the copyrightedcopyrighted workwork as aas a wholewhole; and; and
(4) the(4) the effecteffect of theof the useuse uponupon thethe potentialpotential marketmarket forfor oror
valuevalue of theof the copyrightedcopyrighted workwork..
TheThe factfact thatthat aa workwork isis unpublishedunpublished shallshall notnot itselfitself barbar aa
findingfinding ofof fairfair useuse ifif suchsuch findingfinding is madeis made uponupon
considerationconsideration ofof allall thethe aboveabove factorsfactors..



Differences between the statuteDifferences between the statute
and applicationand application

Differences with regard to factor 1.Differences with regard to factor 1.
(Transformative Use(Transformative Use –– Most important)Most important)

Differences with regard to factor 3.Differences with regard to factor 3.
(Percentage with regard to what?)(Percentage with regard to what?)
Differences with regard to factor 4.Differences with regard to factor 4.
(Actual or Potential Market)(Actual or Potential Market)



Benny v.Benny v. LoewLoew’’ss

Benny v.Benny v. LoewLoew’’ss,, 239 F.2d 532 (9th239 F.2d 532 (9th CirCir..
1956),1956), affaff’’dd byby anan equallyequally divideddivided courtcourt
subsub nomnom, CBS v., CBS v. LoewLoew’’ss, 356 U.S. 43, 356 U.S. 43
(1956).(1956).
TheThe ””GasGas LightLight”” case.case.
Jack BennyJack Benny hadhad takentaken aa licenselicense toto dodo aa
radioradio parodyparody ofof ””GasGas LightLight..””



””GasGas LightLight””

SeveralSeveral yearsyears laterlater,  Benny & CBS,  Benny & CBS
producedproduced aa halfhalf--hourhour long showlong show featuringfeaturing
anan unlicensedunlicensed versionversion of a televisionof a television
parodyparody ofof GasGas LightLight..

LoewLoew’’ss suedsued themthem..
BennyBenny defendeddefended onon ””fairfair useuse”” groundsgrounds..



Benny v.Benny v. LoewLoew’’ss

BennyBenny claimedclaimed thatthat the television showthe television show waswas aa ””fairfair useuse””
ofof GasGas LightLight..
TheThe courtcourt heldheld:: ””AppellantsAppellants cannotcannot copy andcopy and presentpresent
anotheranother’’ss dramaticdramatic workwork……unlessunless theythey havehave receivereceive thethe
consentconsent of the copyrightof the copyright holderholder..””
AA ””parodizedparodized…… takingtaking is tois to bebe treatedtreated nono differentlydifferently fromfrom
anyany otherother appropriationappropriation…….if.if itit isis determineddetermined thatthat therethere
waswas aa substantialsubstantial takingtaking,, infringementinfringement existsexists..””
AffirmedAffirmed byby anan equallyequally divideddivided courtcourt. (. (MrMr DouglasDouglas tooktook
nono partpart in thein the decisiondecision).). OnlyOnly bindingbinding in the 9thin the 9th CirCir..



SupremeSupreme CourtCourt casescases..

Sony Corp. of America v. Universal CitySony Corp. of America v. Universal City StudiosStudios, Inc.,, Inc.,
471 US 539 (1985).471 US 539 (1985).

5 to 45 to 4 decisiondecision..
CommercialCommercial//NonNon--commericalcommerical presumptionpresumption..
IfIf commercialcommercial defendantdefendant mustmust show noshow no marketmarket harmharm..
IfIf nonnon--commercialcommercial,, plaintiffplaintiff mustmust showshow marketmarket harmharm..
ThisThis waswas nonnon--commercialcommercial; Universal; Universal couldcould notnot showshow thatthat
itsits marketmarket waswas harmedharmed..
TheThe useuse waswas aa ””fairfair useuse..””



SupremeSupreme CourtCourt casescases ((contcont’’dd))

HarperHarper && RowRow Pub. Inc. v. NationPub. Inc. v. Nation
EnterprisesEnterprises, 471 U.S. 529 (1985), 471 U.S. 529 (1985)
6 to 36 to 3 decisiondecision..
HarperHarper && RowRow gotgot anan unpublishedunpublished
manuscriptmanuscript andand ””scoopedscooped”” the Nationthe Nation
magazinemagazine withwith 300300 wordswords fromfrom Pres.Pres.
FordFord’’ss memoirsmemoirs..
””UnpublishedUnpublished”” useuse isis moremore likelylikely unfairunfair..



HarperHarper && RowRow ((contcont’’dd))

UseUse waswas commercialcommercial..
ThereThere waswas aa demonstrateddemonstrated marketmarket harmharm
becausebecause TIME MagazineTIME Magazine paidpaid toto printprint anan
excerptexcerpt.. WhenWhen theythey werewere ””ScoopedScooped”” byby
the Nation, thethe Nation, the cancelledcancelled thethe contractcontract..
TheThe useuse waswas notnot aa ””fairfair useuse..””



MusicMusic ParodyParody casescases..

ElsmereElsmere Music Inc. v. NBC,Music Inc. v. NBC, 482482 F.SuppF.Supp. 741. 741
(SDNY 1980),(SDNY 1980), affaff’’dd, 623 F. 2d 252 (2d, 623 F. 2d 252 (2d CirCir..
1980)(201980)(20 secondsseconds ofof useuse isis ””fairfair useuse””).).
FisherFisher v.v. DeesDees,  794,  794 F.SuppF.Supp. 432 (SDNY. 432 (SDNY
1980)(291980)(29 secondsseconds ofof useuse ofof ””fairfair useuse””).).
MCA Music v. Wilson, 425 F.MCA Music v. Wilson, 425 F. SuppSupp. 443 (SDNY. 443 (SDNY
1976)(entire1976)(entire songsong lengthlength useuse isis notnot ””fairfair useuse””).).
MCAMCA waswas alsoalso notnot aa parodyparody,, itit waswas aa satiresatire..



IntroductionIntroduction ofof ””TransformativeTransformative
UseUse”” to Copyrightto Copyright LawLaw..

In 1990,In 1990, realizingrealizing thatthat ””fairfair useuse”” waswas illusiveillusive andand
nebulousnebulous,, JudgeJudge PierrePierre LevalLeval wrotewrote,, TowardToward aa
FairFair UseUse Standard,Standard, anan articlearticle in 103 Harvardin 103 Harvard LawLaw
ReviewReview 1105.1105.
HeHe triedtried toto solvesolve aa problemproblem,, butbut mademade itit worseworse..

InIn itit, he, he raisedraised ””transformativetransformative useuse””,, butbut itit waswas
basedbased on an 1841on an 1841 standardstandard,, FolsomFolsom v.v. MarshMarsh, a, a
casecase involvinginvolving GeorgeGeorge WashingtonWashington’’ss lettersletters..



LevalLeval’’ss articlearticle

””In 1841,In 1841, JusticeJustice StoryStory articulatedarticulated anan
oftenoften--citedcited summarysummary ofof howhow toto approachnapproachn
aa questionquestion ofof fairfair useuse:: ””InIn shortshort,, wewe mustmust
oftenoften look to thelook to the naturenature andand objectsobjects of theof the
selectionselection made, themade, the quantityquantity andand valuevalue ofof
thethe materialsmaterials usedused, and the, and the degreedegree inin
whichwhich thethe useuse maymay prejudiceprejudice thethe salesale,,
diminishdiminish thethe profitsprofits,, oror supersedesupersede thethe
objectsobjects of theof the originaloriginal workwork..’”’”



LevalLeval’’ss articlearticle
””II believebelieve thethe answeranswer to theto the questionquestion ofof
justificationjustification turnsturns primarilyprimarily ofof whetherwhether andand
toto whatwhat extentextent thethe challengedchallenged useuse isis
TRANSFORMATIVE. TheTRANSFORMATIVE. The useuse…… mustmust
employemploy thethe quotedquoted mattermatter in ain a differentdifferent
manner for amanner for a differentdifferent purposepurpose thanthan thethe
originaloriginal..
IfIf……thethe secondarysecondary useuse addsadds valuevalue to theto the
original..thisoriginal..this is theis the veryvery typetype ofof activityactivity
thatthat thethe fairfair useuse doctrinedoctrine intendsintends toto
protectprotect for thefor the enrichmentenrichment ofof societysociety..



DifferencesDifferences BetweenBetween LevalLeval’’ss ArticleArticle
and theand the StatuteStatute..

SectionSection 107 (4): the107 (4): the effecteffect of theof the useuse
uponupon thethe potentialpotential marketmarket forfor oror valuevalue ofof
thethe copyrightedcopyrighted workwork..

LevalLeval’’ss proposalproposal:: degreedegree inin whichwhich thethe useuse
maymay prejudiceprejudice thethe salesale,, diminishdiminish thethe
profitsprofits,, oror supersedesupersede thethe objectsobjects of theof the
originaloriginal workwork..’”’”



DifferencesDifferences inin StandardsStandards

JudgeJudge LevalLeval putsputs thethe degreedegree toto whichwhich thethe workwork
isis transformativetransformative inin factorfactor oneone, (1) the, (1) the purposepurpose
andand charactercharacter of theof the useuse,, includingincluding whetherwhether suchsuch
useuse is of ais of a commercialcommercial naturenature oror is foris for nonprofitnonprofit
educationaleducational purposespurposes..
ThereforeTherefore,, therethere areare TWO INQUIRIES made inTWO INQUIRIES made in
factorfactor oneone: 1) the: 1) the purposepurpose andand charactercharacter of theof the
useuse, and 2) the TRANSFORMATIVE, and 2) the TRANSFORMATIVE naturenature of theof the
workwork..



WhyWhy is 1841is 1841 significantsignificant??

In 1841, theIn 1841, the yearyear ofof FolsumFolsum v.v. MarshMarsh,, JudgeJudge
LevalLeval’’ss sourcesource ofof hishis articlearticle,, therethere waswas nono
translationtranslation rightright, no, no adaptationadaptation rightright, no, no
derivativederivative workwork rightright..

ForFor exampleexample, in 1853, a, in 1853, a GermanGerman languagelanguage
translationtranslation of Harrietof Harriet BeecherBeecher StoweStowe’’ss ””UncleUncle
TomTom’’ss CabinCabin”” diddid notnot infringeinfringe the copyright inthe copyright in
thethe EnglishEnglish languagelanguage editionedition becausebecause itit waswas notnot
a COPY.a COPY.
TodayToday,, itit wouldwould infringeinfringe..



TheThe RightRight toto PreparePrepare DerivativeDerivative WorksWorks

WithWith the 1909 Copyright Act, the USthe 1909 Copyright Act, the US CongressCongress providedprovided
thethe derivativederivative workwork rightright..
TodayToday,, itit isis codifiedcodified in 17 USCin 17 USC §§ 106(2).106(2).
AA ””derivativederivative workwork”” isis defineddefined as.as. ””aa workwork basedbased uponupon
oneone oror moremore preexistingpreexisting worksworks,, suchsuch as aas a translationtranslation,,
musicalmusical arrangementarrangement,, dramatizationdramatization,, fictionalizationfictionalization,,
motionmotion picturepicture version,version, soundsound recordingrecording,, artart
reproductionreproduction,, abridgmentabridgment,, condensationcondensation,, oror anyany otherother
formform inin whichwhich aa workwork maymay bebe recastrecast,, TRANSFORMEDTRANSFORMED,, oror
adaptedadapted. A. A workwork consistingconsisting of editorialof editorial revisionsrevisions,,
annotationsannotations,, elaborationselaborations,, oror otherother modificationsmodifications,, whichwhich,,
as aas a wholewhole,, representrepresent anan originaloriginal workwork ofof authorshipauthorship, is a, is a
’’derivativederivative workwork..’”’”



TransformativeTransformative UseUse ConflictsConflicts WithWith
TheThe DerivativeDerivative WorkWork RightRight

TheThe moremore TRANSFORMATIVETRANSFORMATIVE thethe moremore
likelylikely thethe workwork is ais a fairfair useuse. (. (LevalLeval))

AnyAny formform inin whichwhich aa workwork maymay bebe recastrecast,,
TRANSFORMEDTRANSFORMED,, oror adaptedadapted is anis an
INFRINGING DERIVATIVE WORK. (INFRINGING DERIVATIVE WORK. (§§
106(2)).106(2)).



CampbellCampbell v.v. AcuffAcuff--RoseRose MusicMusic

TheThe damagedamage startedstarted whenwhen JudgeJudge LevalLeval’’ss
articlearticle waswas citedcited íínn anan oftenoften mismis--citedcited
case,case, Campbell v.Campbell v. AcuffAcuff--RoseRose Music,Music, 510510
US 569, 579 (1994).US 569, 579 (1994).
CampbellCampbell isis citedcited for thefor the propositionproposition thatthat
””parodyparody isis fairfair useuse..”” ThatThat isis notnot whatwhat thethe
casecase saidsaid..



CampbellCampbell ((contcont’’dd))

TheThe SixthSixth CircuitCircuit createdcreated severalseveral legallegal errorserrors,,
mainlymainly holdingholding thatthat aa commercialcommercial useuse meantmeant
marketmarket harmharm,, withoutwithout doingdoing anyany analysisanalysis, and, and
errorerror regardingregarding thethe extentextent of theof the takingtaking..
The caseThe case waswas remandedremanded backback to theto the SixthSixth
CircuitCircuit, and, and remandedremanded backback to theto the districtdistrict
courtcourt…….and.and thenthen itit settledsettled..
TheThe answeranswer to theto the questionquestion ””IsIs TwoTwo LiveLive CrewCrew’’ss
parodyparody aa ””fairfair useuse”” waswas ””itit maymay bebe..””



CampbellCampbell ((contcont’’dd))

TheThe courtcourt saidsaid,,
””[[T]heT]he moremore transformativetransformative the newthe new workwork, the, the
lessless willwill bebe thethe significancesignificance ofof otherother factorsfactors,, likelike
commercialismcommercialism,, thatthat maymay weighweigh againstagainst aa findingfinding
ofof fairfair useuse..””

EverEver sincesince CampbellCampbell,, almostalmost everyevery defendantdefendant
hashas citedcited ””transformativetransformative useuse”” as a mantra.as a mantra.



SunTrustSunTrust Bank v.Bank v. HoughtonHoughton MifflinMifflin,,
266 F.3d 1257 (11th Cir.2001)266 F.3d 1257 (11th Cir.2001)

TheThe ””WindWind DoneDone GoneGone”” case.case.
OurOur ownown reviewreview of theof the twotwo worksworks revealsreveals substantialsubstantial useuse ofof GWTW. TWDGGWTW. TWDG
appropriatesappropriates numerousnumerous characterscharacters,, settingssettings, and, and plotplot twiststwists fromfrom GWTW.GWTW.
ForFor exampleexample,, ScarlettScarlett O'HaraO'Hara,, RhettRhett Butler,Butler, BonnieBonnie Butler,Butler, MelanieMelanie WilkesWilkes,,
AshleyAshley WilkesWilkes, Gerald, Gerald O'HaraO'Hara, Ellen, Ellen O'HaraO'Hara,, MammyMammy,, PorkPork,, DilceyDilcey,, PrissyPrissy,,
BelleBelle WatlingWatling,, CarreenCarreen O'HaraO'Hara, Stuart and, Stuart and BrentonBrenton TarletonTarleton,, JeemsJeems,,
Philippe, andPhilippe, and AuntAunt PittypatPittypat,, allall characterscharacters inin GWTW,GWTW, appearappear inin TWDG.TWDG. ManyMany
ofof thesethese characterscharacters areare renamedrenamed inin TWDG:TWDG: ScarlettScarlett becomesbecomes ““OtherOther,,”” RhettRhett
ButlerButler becomesbecomes ““R.B.,R.B.,”” PorkPork becomesbecomes ““GarlicGarlic,,”” PrissyPrissy becomesbecomes ““MissMiss PrissPriss,,””
PhilippePhilippe becomesbecomes ““FeleepeFeleepe,,”” AuntAunt PittypatPittypat becomesbecomes ““AuntAunt PattypitPattypit,,”” etc. Inetc. In
severalseveral instancesinstances,, RandallRandall renamedrenamed characterscharacters usingusing Mitchell'sMitchell's descriptionsdescriptions
ofof thosethose characterscharacters inin GWTW:GWTW: AshleyAshley becomesbecomes ““DreamyDreamy GentlemanGentleman,,””
MelanieMelanie becomesbecomes ““MealyMealy MouthMouth,,”” GeraldGerald becomesbecomes ““PlanterPlanter..”” TheThe fictionalfictional
settingssettings fromfrom GWTWGWTW receivereceive aa similarlysimilarly transparenttransparent renamingrenaming inin TWDG:TWDG:
TaraTara becomesbecomes ““TataTata,,”” TwelveTwelve OaksOaks PlantationPlantation becomesbecomes ““TwelveTwelve SlavesSlaves
StrongStrong asas TreesTrees..””



WindWind DoneDone GoneGone

TWDGTWDG copiescopies,, oftenoften inin wholesalewholesale fashionfashion, the, the
descriptionsdescriptions andand historieshistories ofof thesethese fictionalfictional characterscharacters
andand placesplaces fromfrom GWTW,GWTW, asas wellwell asas theirtheir relationshipsrelationships
andand interactionsinteractions withwith oneone anotheranother.. TWDGTWDG appropriatesappropriates
oror otherwiseotherwise explicitlyexplicitly referencesreferences manymany aspectsaspects ofof
GWTWGWTW 's's plotplot asas wellwell,, suchsuch as theas the scenesscenes inin whichwhich
ScarlettScarlett killskills a Uniona Union soldiersoldier and theand the scenescene inin whichwhich
RhettRhett staysstays in thein the roomroom withwith hishis deaddead daughterdaughter BonnieBonnie,,
burningburning candlescandles.. AfterAfter carefullycarefully comparingcomparing thethe twotwo
worksworks,, wewe agreeagree withwith thethe districtdistrict courtcourt thatthat,, particularlyparticularly
inin itsits firstfirst halfhalf,, TWDGTWDG isis largelylargely ““anan encapsulationencapsulation of [of [
GWTWGWTW ] [] [thatthat]] exploit[sexploit[s]] itsits copyrightedcopyrighted characterscharacters,,
storystory lineslines, and, and settingssettings as theas the palettepalette for the newfor the new
storystory..””



WindWind DoneDone GoneGone

Nonetheless,Nonetheless,…….the.the courtcourt statedstated ””TWDGTWDG isis moremore
thanthan anan abstractabstract, pure, pure fictionalfictional workwork.. ItIt isis
principallyprincipally andand purposefullypurposefully aa criticalcritical statementstatement
thatthat seeksseeks toto rebutrebut andand destroydestroy thethe perspectiveperspective,,
judgmentsjudgments, and, and mythologymythology ofof GWTW.GWTW.””
AlsoAlso,, therethere waswas nono marketmarket harmharm foundfound becausebecause
””thethe estateestate waswas unlikelyunlikely toto licenselicense thethe workwork forfor
thatthat purposepurpose..””
FairFair UseUse



Bill GrahamBill Graham ArchivesArchives v.v. DorlingDorling KindersleyKindersley
Ltd., 448 F.3d 605 (2dLtd., 448 F.3d 605 (2d CirCir. 2006). 2006)

DefendantDefendant hadhad usedused sevenseven reducedreduced--sizedsized postersposters ofof
GratefulGrateful DeadDead postersposters -- withoutwithout permissionpermission -- in ain a bookbook
aboutabout thethe groupgroup..

TheThe courtcourt foundfound thatthat itit waswas ””transformativetransformative”” andand waswas
usedused toto illustrateillustrate thethe bookbook..
FurtherFurther, the, the reducedreduced--sizedsized postersposters diddid notnot fillfill thethe samesame
originaloriginal marketmarket as theas the largerlarger onesones.  The.  The largerlarger onesones werewere
boughtbought becausebecause ofof theirtheir aestheticsaesthetics..
WhatWhat everever happenedhappened to theto the ””potentialpotential marketmarket”” ofof sectionsection
107(4)?107(4)?



KellyKelly v.v. ArribaArriba Soft Co., 336 F.3dSoft Co., 336 F.3d
811 (9th811 (9th CirCir. 2003). 2003)

InternetInternet searchsearch engineengine usedused ””ThumbnailThumbnail”” imagesimages
ofof thosethose imagesimages on theon the websitewebsite..
TheThe courtcourt startedstarted withwith ”” [[t]het]he centralcentral purposepurpose

ofof thisthis investigationinvestigation is tois to seesee ...... whetherwhether the newthe new
workwork merelymerely supersede[ssupersede[s] the] the objectsobjects of theof the
originaloriginal creationcreation,, oror insteadinstead addsadds somethingsomething
new,new, withwith aa furtherfurther purposepurpose oror differentdifferent
charactercharacter,, alteringaltering thethe firstfirst withwith newnew expressionexpression,,
meaningmeaning,, oror messagemessage;; itit asksasks, in, in otherother wordswords,,
whetherwhether and toand to whatwhat extentextent the newthe new workwork isis
transformativetransformative..””



KellyKelly ((contcont’’dd))

TheThe courtcourt foundfound thatthat thethe worksworks werewere creativecreative inin
naturenature ((factorfactor 2).2).
TheThe courtcourt foundfound thatthat anan entireentire takingtaking waswas
mademade…….but.but thatthat itit waswas necessarynecessary toto dodo soso inin
lightlight ofof ArribaArriba’’ss purposepurpose..
RegardingRegarding thethe marketmarket, the, the courtcourt saidsaid,, ”” AA
transformativetransformative workwork isis lessless likelylikely toto havehave anan
adverseadverse impactimpact on theon the marketmarket of theof the originaloriginal
thanthan aa workwork thatthat merelymerely supersedessupersedes thethe
copyrightedcopyrighted workwork..””



KellyKelly ((contcont’’dd))

””OneOne purposepurpose of theof the photographsphotographs is tois to attractattract internetinternet
usersusers toto hishis webweb sitesite,, wherewhere hehe sellssells advertisingadvertising spacespace asas
wellwell asas booksbooks andand traveltravel packagespackages. In. In additionaddition, Kelly, Kelly
couldcould sellsell oror licenselicense hishis photographsphotographs toto otherother webweb sitessites
oror to ato a stockstock photophoto databasedatabase,, whichwhich thenthen couldcould offeroffer thethe
imagesimages toto itsits customerscustomers……....
BUTBUT……
””Arriba'sArriba's useuse ofof Kelly'sKelly's imagesimages inin itsits thumbnailsthumbnails doesdoes notnot
harmharm thethe marketmarket forfor Kelly'sKelly's imagesimages oror thethe valuevalue ofof hishis
imagesimages..””
IT DIRECTS PEOPLE TO THE WEBSITE.IT DIRECTS PEOPLE TO THE WEBSITE.
FairFair UseUse..



PerfectPerfect 10 v.10 v. Amazon.comAmazon.com, 508 F.3d 1146, 508 F.3d 1146
(9th(9th CirCir. 2007),. 2007), reversingreversing,, PerfectPerfect 10 v.10 v.

GoogleGoogle, 416 F.Supp.2d 828 (CD, 416 F.Supp.2d 828 (CD CalCal. 2006). 2006)

MuchMuch of theof the samesame analysisanalysis asas KellyKelly v.v.
ArribaArriba Soft,Soft, butbut thethe districtdistrict courtcourt heldheld thatthat
therethere waswas interferenceinterference withwith PerfectPerfect 1010’’ss
marketmarket forfor downloadsdownloads ofof adultadult
photographsphotographs toto mobliemoblie telephonestelephones..
((PeoplePeople wouldwould justjust downloaddownload to theto the
computercomputer forfor freefree.).)
9th9th CircuitCircuit CourtCourt reversedreversed..



PerfectPerfect 10 v10 v Amazon.comAmazon.com ((contcont’’dd))

NinthNinth CircuitCircuit heldheld thatthat thethe thumbnailsthumbnails
werewere highlyhighly transformativetransformative and theand the
transformativetransformative naturenature of theof the photographsphotographs
outout weightedweighted thethe negativenegative marketmarket effecteffect..

TheThe transformativetransformative naturenature waswas ofof highhigh
beneficialbeneficial utilityutility..



BlanchBlanch v.v. KoonsKoons, 467 F.3d 244 (2d, 467 F.3d 244 (2d
CirCir. 2006). 2006)

ArtistArtist JeffJeff KoonsKoons usedused a thea the mostmost of aof a fashionfashion
photographphotograph –– albeitalbeit turnedturned onon itsits sideside –– in ain a
largerlarger muralmural paintingpainting..

””thethe useuse of theof the photographphotograph waswas transformativetransformative,,
sincesince itit waswas usedused asas partpart ofof artist'sartist's commentarycommentary
on the social andon the social and aestheticaesthetic consequencesconsequences ofof
massmass media.media.””



KCAL Los Angeles casesKCAL Los Angeles cases

The use of film footage of the beating of aThe use of film footage of the beating of a
white truck driverwhite truck driver was notwas not a fair use whena fair use when
it was used to compete with theit was used to compete with the origialorigial..
Reuters misappropriated a feed andReuters misappropriated a feed and
broadcast it itself.  OK with that.broadcast it itself.  OK with that.
But, aBut, a fair usefair use when the footage was usedwhen the footage was used
in the opening sequence of Court TV.in the opening sequence of Court TV.



In Music Cases, there isIn Music Cases, there is
confusionconfusion

If you sampleIf you sample –– use a very, very smalluse a very, very small
amount of a sound recordingamount of a sound recording –– youyou per seper se
infringeinfringe –– Bridgeport Music (6Bridgeport Music (6thth Cir.)Cir.)

If you use a sound recording in a film, it isIf you use a sound recording in a film, it is
fair usefair use –– Lennon v. Prestige Media (SDNYLennon v. Prestige Media (SDNY
2008).2008).



RightRight ofof PublicityPublicity CasesCases

””TransformativeTransformative UseUse”” mademade itsits wayway fromfrom
copyrightcopyright fairfair useuse casescases toto rightright ofof publicitypublicity
casescases..
HoepkerHoepker v. Kruger, 200 F.Supp.2d 340 (SDNYv. Kruger, 200 F.Supp.2d 340 (SDNY
2002).2002).
ETW Corp. v.ETW Corp. v. JirahJirah Publishing, 332 F.3d 915 (6thPublishing, 332 F.3d 915 (6th
CirCir. 2003).. 2003).
CompareCompare withwith ComedyComedy IIIIII PartnersPartners v.v. SaderupSaderup,,
2525 CalCal. 4th 387 (. 4th 387 (CalCal. 2001),. 2001), certcert.. DeniedDenied, 534, 534
US 1078 (2002).US 1078 (2002).



HoepkerHoepker v. Kruger, 200 F.Supp.2dv. Kruger, 200 F.Supp.2d
340 (SDNY 2002).340 (SDNY 2002).

ThomasThomas HoepkerHoepker is ais a GermanGerman photographerphotographer whowho
photographedphotographed aa womenwomen, Charlotte, Charlotte DabneyDabney withwith aa
magnifyingmagnifying glassglass inin frontfront ofof oneone eyeeye.. DabneyDabney’’ss eyeeye fillsfills
thethe magnifyingmagnifying glassglass.  The.  The imageimage waswas publishedpublished in FOTOin FOTO
PRISMA in 1960.PRISMA in 1960.
BarbaraBarbara KrogerKroger, a, a wellwell--knownknown artistartist,, tooktook thethe imageimage,,
mountedmounted itit, and, and addedadded thethe phrasephrase,, ””ItIt’’ss aa smallsmall
worldworld…….unless.unless youyou havehave toto cleanclean itit!!””
KrogerKroger’’ss workwork waswas displayeddisplayed atat severalseveral museumsmuseums..
TheThe museumsmuseums alsoalso mademade refrigeratorrefrigerator magnetsmagnets, etc., etc.



Kruger (Kruger (contcont’’dd))

PlaintiffPlaintiff suedsued assertingasserting thethe ””RightRight ofof PublicityPublicity..””
BecauseBecause KrugerKruger hadhad usedused moremore thanthan thethe
photographphotograph inin herher workwork,, itit waswas aa ””transformativetransformative
useuse”” andand diddid notnot violateviolate thethe rightright ofof publicitypublicity..
TheThe ancillaryancillary merchandisemerchandise alsoalso waswas
transformativetransformative andand diddid notnot violateviolate thethe rightright ofof
publicitypublicity becausebecause itit ””gotgot thethe artart to theto the peoplepeople..””
ThisThis seemsseems toto bebe thethe firstfirst case tocase to allowallow
merchansisingmerchansising underunder thethe ””transformativetransformative useuse””
doctrinedoctrine..



ETW v.ETW v. JirehJireh

AA paintingpainting ofof TigerTiger Woods inWoods in threethree differentdifferent posesposes,, alongalong
withwith golfersgolfers fromfrom thethe pastpast waswas turnedturned into ainto a printprint..
TheThe defendantdefendant soldsold editionseditions of theof the printprint..
TigerTiger WoodsWoods suedsued claimingclaiming thatthat thethe rightright ofof publicitypublicity waswas
violatedviolated..
TheThe workwork waswas ””transformativetransformative”” becausebecause creativitycreativity wentwent
intointo itit byby puttingputting TigerTiger Woods inWoods in multiplemultiple posesposes andand
havinghaving golfersgolfers fromfrom thethe pastpast includedincluded..
In the 6thIn the 6th CircuitCircuit,, ifif youyou arrangearrange thethe subjectsubject in ain a numbernumber
ofof posesposes oror addadd subjectsubject mattermatter,, youyou cancan getget aroundaround thethe
rightright ofof publicitypublicity..



ComedyComedy IIIIII PartnersPartners..

InIn contrastcontrast, in, in ComedyComedy IIIIII PartnersPartners,, thethe useuse waswas notnot
””transformativetransformative”” andand waswas aa violationviolation of theof the rightright ofof
publicitypublicity..

ComedyComedy IIIIII PartnersPartners tooktook anan familiarfamiliar imageimage of the 3of the 3
StoogesStooges thatthat theythey hadhad usedused inin theirtheir filmsfilms, made a, made a
drawingdrawing ofof itit, and, and soldsold itit onon TT--shirtsshirts..

BecauseBecause itit waswas notnot changedchanged,, itit waswas heldheld toto bebe notnot
””transformativetransformative”” and,and, thereforetherefore,, waswas aa violationviolation..



WhatWhat toto DoDo AboutAbout thethe WidespreadWidespread
UseUse ofof ””TransformativeTransformative UseUse..””

1) Roll1) Roll backback ””fairfair useuse”” to theto the prepre--LevalLeval daysdays..
GoGo backback to theto the statutestatute..
2) Count2) Count ””potentialpotential market[smarket[s]]””..
3)3) FirstFirst,, makemake aa ””fairfair useuse”” determinationdetermination usingusing
thethe oldold standardsstandards.. OnlyOnly aa minimalminimal useuse isis fairfair --
OnlyOnly usesuses thatthat areare shortshort inin durationduration oror dodo notnot
effecteffect thethe potentialpotential marketmarket..
UsesUses thatthat areare entireentire takingstakings,, infringeinfringe..



HaveHave aa raterate courtcourt..

NextNext,, ifif itit is in theis in the middlemiddle,, youyou cannotcannot enjoinenjoin thethe useuse,,
butbut youyou cancan gogo into ainto a raterate courtcourt forfor ””reasonablereasonable
compensationcompensation..””

””ReasonableReasonable”” meansmeans reasonablereasonable.  The.  The paymentpayment mustmust
compensatecompensate the copyrightthe copyright holderholder,, butbut mustmust notnot bebe soso
highhigh as toas to punishpunish thethe secondsecond useruser.  The.  The feefee mustmust
encourageencourage creativitycreativity, and, and alsoalso rewardreward the copyrightthe copyright
ownerowner..

TheThe secondsecond workwork owesowes itsits successsuccess to theto the firstfirst workwork!!



A compulsory license alreadyA compulsory license already
existsexists –– Musical CompositionsMusical Compositions
17 USC17 USC §§ 115115 –– Anyone can do his versionAnyone can do his version
of a musical composition provided that heof a musical composition provided that he
provide advance notice to the copyrightprovide advance notice to the copyright
holder.holder.



TheThe raterate courtcourt isis probablyprobably inin lineline withwith thethe
ThreeThree--StepStep TestTest..

TheThe threethree--stepstep--testtest..
TheThe reproductionreproduction of theof the workwork shallshall bebe
allowedallowed 1) in1) in certaincertain specialspecial casescases, 2), 2)
providedprovided thatthat suchsuch reproductionreproduction doesdoes notnot
conflictconflict withwith aa normalnormal exploitationexploitation of theof the
workwork, and, and doesdoes notnot unreasonablyunreasonably
prejudiceprejudice thethe legitimatelegitimate interestsinterests of theof the
authorauthor..



TheThe threethree--stepstep--testtest

FairFair useuse in the Unitedin the United StatesStates resultsresults inin moremore andand
moremore worksworks beingbeing usedused royaltyroyalty--freefree..

FairFair useuse in the Unitedin the United StatesStates ignoresignores thethe
potentialpotential marketmarket of the copyrightof the copyright ownerowner..

AA raterate courtcourt, for, for thosethose thatthat objectobject to theto the useuse,,
doesdoes notnot endend allall confusionconfusion,, butbut itit is ais a lotlot betterbetter
thanthan thethe situationsituation nownow..



ThankThank YouYou !!




