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A conservative approach:
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But TM law has been extended and strengthened...

e Protection of other functions

- Protection of well-known marks against dilution and
misappropriation (Arts 5 (2) TMD, 9 (1)(c) CTMR)

- Broad interpretation of “double identity* infringement (Arts 5
(1)(a) TMD, 9 (1)(a) CTMR) in case C-487/07, L'Oréal

- = TM has developed from indication of origin to right of
communication

 Constitutional law protection of TMs

- Art 1 Prot 1 ECHR: ECHR, Anheuser-Busch v Portugal, 73049/01
[2007] ECHR 40

- Art 17 (2) EU Charter of Fundamental Rights
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.. and Art 10 ECHR protects commercial speech.
* “Everyone has the right to freedom of expression.”

« Commercial speech protected ...
- Hertel v Switzerland, 25181/94 [1998] ECHR 77

- Krone Verlag (No 3) v Austria, 39069/97 [2003] ECHR
683

- Brzank v Germany, 7969/04

e ... but courts enjoy a wider degree of appreciation
In commercial matters

e How about Art 11 EU Charter?
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The situation 2010:
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Keyword

Introduction Advertising
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The Greenpeace cases

Cour de Cassation (F), [2009] IIC 241 — Esso v Greenpeace

Federal Supreme Court (D), NJW 2008, 2110 — Mdiller v
Greenpeace

Toe Ma. 1 Glahal Warmmng Willais
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Use in the course of trade?

_No—

General tort law:
defamation / interference
with business

YES

TM use?

/\

Art5 (1)(a) TMD:
detrimental effect
on TM functions?

Art5 (2) TMD:
link to well-
known mark?

/ \

Allows balancing of
constitutionally protected
Interests

No free speech

exception

7

Freedom of
Xpression can
be “due cause”
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3. Parody: three categories

Category 1: parodies for
purpose of political discussion

... See above

The Na.1 Glabal Warmag Willaie
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Category 2: fun articles

Frankfurt Court of Appeal,
@ LUSt hansa GRUR 1982, 319 — Lusthansa

Federal Supreme Court
(D), GRUR 1994, 808 —
Mars / Markenverun-
glimpfung |
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Category 2 (cont'd)
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US Court of Appeals (4th Cir), Austrian Supreme Court,
Louis Vuitton v Haute Diggity Dog, 22/9/2009, 17 Ob 15/09v —
507 F.3d 252 (4th Cir 2007) Viagra/Styriagra
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Category 3: literary and artistic parody

District Court of Amsterdam, Federal Supreme Court (D),
[2003] ECDR 23 — Tanja GRUR 2005, 583 — Milka / Lila
Grotter Postkarte
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3. Parody: analysis
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Use in the course of trade?

TM use?

— |

Art5 (1)(a) TMD:
detrimental effect
on TM functions?

Art5 (1)(b) TMD:
unlikely!

Art5 (2) TMD:
link to well-
known mark?

No free speech
exception

Taking adv. of Taking adv. of

distinctiveness reputation
Damage to Damage to

distinctiveness reputation

Unfair? Without due cause?
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4. Keyword advertising: example

) Rolex - Google Search - Mozilla Firefox

Datei  Bearbeiten  Ansicht  Chronik  Lesezeichen  Extras  Hilfe

@ 'C:j_u

@I Meistbesuchte Seiten ’ Erste Schritte E LED Deutsch-Englisch. .. " beck-online & Universitst Bayreuth -... wi Minchner Yerkehrs- u... ".l Google Maps

hkep: | fwiey, google.co. ukyfsearch?hl=enfgq=Rolex@meta=8cts=1 2709990554 96 &aq= R agi=2aql=800="2gs_rfai ﬁi? - Ralex

GI}CngE | Rolex v ".l Suchen 4 L Sidewiki ~ ﬁ 5 - E?' M- @ - €9 Lesezeichens A«? Rechtschreibprifung + 43| Obersetzen + 2 % T ';'Anmelden m
| rolex - Google-Suche = | -.' Rolex - Google Search E -+ | -
Web Images Yideos Maps Mews Shopping Mail more v Web History | Search settings | Signin #

GOL)gle iRolex | [ Search ] Advanced Search

Search: @ thewebh O pages from the UK

Web [ Show options. . Results 1- 10 of about 17,300,000 for Rolex. (0.08 seconds)
Official Rolex Website Sponsored Links | Sponsared Lin i

Rolex com The Leading Mame in Luxury Watches. Discover the Rolex Watch Collection

owiers Jewellers Rolex
All weatches available to view in

store UK and World Wide delivery.
wewiee blowers-jewellers. co uk

Rolex
WatchFinder.co.uk/Rolex_‘Watches  All Rolex Models In Stock. Includes 2 Year Warranty Plus Box & Pap

Official Rolex WWebsite = Timeless Luxury Watches

The leading name in luxury watches, Rolex has been the pre-eminent symbaol of performance
and prestige for over a century. Rolex men's and ladies’ watches ...

www. rolex.com/ - Cached - Similar

Cartier: Official Site
We know what makes a diamond
beautiful. Find out mmore now.

whnie Cartier.com

OFFICIAL ROLEX WEESITE - HOMEPAGE

Rolex is the pre-eminent symbol of performance and reliability. Year after year, Rolex has
achieved the summit of watchmaking to become the standard-bearer ...

wa. rolex. comfen - Cached

wennee watchocentre. com

We Buy and Sell Watches

(%] Show mare results from www ralex. com

Shopping results for Rolex Unused - Pre-owned Panerai, Patek,
Cattier, Rolex, WG, and maore!

wennee swisstimemachine. com

= Yintage Rolex Oyster Perpetual Datejust Bracelet Watch

e £1,750.00 new - AS05 com
~ " | Rolex Oyster Special Edition Perpetual Cosmograph Daytona Leopard .. Rolex Watrh Renairs v
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A free speech issue?
* AG Maduro, opinion in C-236-238/08, Google

France, at para 102

“Nevertheless, whatever the protection afforded to
Innovation and investment, it is never absolute. It must
always be balanced against other interests, in the same
way as trade mark protection itself is balanced against
them. | believe that the present cases call for such a
balance as regards freedom of expression and freedom
of commerce.”

But predominantly commercial expression
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ECJ, cases C-236 to 238/08 — Google France and case
C-278/08 — BergSpechte (advertiser’s liability)

o Art5(1)(a) TMD (“double identity*)
- Infringing use only if protected TM functions affected

- Protected TM functions: origin function, but also advertising,
iInvestment etc. functions (L'Oréal)

- Origin function affected when risk of confusion
- Advertising function remains unaffected

« Art5(1)(b) TMD (“risk of confusion”)

- (+) if advertising does not enable consumer to ascertain whether
advertiser and TM owner are economically connected

o Art5 (2) TMD (“well-known marks”): ??
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o Extension of TM law has made conflicts more likely

» Relevance of constitutional law?
- commercial speech = internal balancing factor
- political/artistic expression = external balancing factor

e “Use In the course of trade” = important threshold
requirement

o “TM use” has lost its filter function under art 5 (1)(a)
- specific regime for “nominative use” desirable

o Art5 (2) allows balancing, but “unfairness” must be
determined in every case



D Thank you very much for your attention! W

University of Bayreuth, Campus



